BEST AVAILABLE COPY 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.g0v 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/068,218 



02/05/2002 



Kevin William Krooss 



7612 



7590 



09/09/2005 



Kevin W. Krooss 
257 B Little Neck Road 
Centerport, NY 11721 



EXAMINER 



SHIN, KYUNG H 



ART UNIT 



PAPER NUMBER 



2143 



DATE MAILED: 09/09/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Notice of Abandonment 


A r\r\\ \mt\r\n Mn 

10/068,218 


MppilCani\9 ) 

KROOSS, KEV 


N WILLIAM 


Examiner 
Kyung H. Shin 


Art Unit 
2143 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 



This application is abandoned in view of: 

1 . S Applicant's failure to timely file a proper reply to the Office letter mailed on 24 February 2005 . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1.1 13 (a) to the final rejection. 

(A proper reply under 37 CFR 1.113 to a final rejection consists only of: (1) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below). 

(d) |3 No reply has been received. 

2. □ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d), is $ . 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3-D Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of 
Allowability (PTO-37). 

(a) □ Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 

4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1.34(a)) upon the filing of a continuing application. 



6. □ The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review 

of the decision has expired and there are no allowed claims. 



7. ^ The reason(s) below 



A self representative(inventor) was contacted at C(917)208-1 250, H(631)754-4485, and MPEP 71 1 .03(b) w/ Petition 
To Withdraw Holding of Abandonment Based on Failure To Receive Office Action is included w/Office Action(Non- 
Final Action) to send to the inventor's address: Kevin W. Krooss 257 B Little Neck Road, Centerport NY 1 1721 
8/31/2005 KHS 
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Petitions to revive under 37 CFR 1 .1 37(a) or (b), or requests to withdraw the holding of abandonment un(ta 
minimize any negative effects on patent term. 
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reply to avoid abandonment of the application. See 
MPEP § 706.07(h). paragraph VI. 

♦> 

(H)< Prior to payment of the issue fee, an 
allowed application may become abandoned if an 
RCE is improperly filed without the appropriate fee or 
a submission in the application. The improper RCE 
will not operate to toll the running of the time period 
for payment of the issue fee. See MPEP § 706.07(h). 
paragraph IX. 

711.02(c) Termination of Proceedings 

'Termination of proceedings" is an expression 
found in 35 U.S.C. 120. As there stated, a second 
application is considered to be copending with an ear- 
lier application if it is filed before 

(A) the patenting. 

(B) the abandonment of, or 

(C) termination of proceedings on the earlier 
application. 

"Before" has consistently been interpreted, in this 
context, to mean "not later than.** 

In each of the following situations, proceedings are 
terminated: 

(A) When the issue fee is not paid and the appli- 
cation is abandoned for failure to pay the issue fee. 
proceedings are terminated as of the date the issue fee 
was due and the application is the same as if it were 
abandoned after midnight on that date (but if the issue 
fee is later accepted, on petition, the application is 
revived). See MPEP § 71 1.03(c). 

(B) If an application is in interference wherein all 
the claims present in the application correspond to the 
counts and the application loses the interference as to 
all the claims, then proceedings on that application are 
terminated as of the date appeal or review by civil 
action was due if no appeal or civil action was filed. 

(C) Proceedings are terminated in an application 
after decision by the Board of Patent Appeals and 
Interferences as explained in MPEP § 1214.06. 

(D) Proceedings are terminated after a decision by 
the court as explained in MPEP § 1216.01. 



711.03 Reconsideration of Holding of 
Abandonment; Revival 



When advised of the abandonment of his or her 
application, applicant may cither ask for reconsidera- 
tion of such holding, if he or she disagrees with it on 
the basis that there is no abandonment in fact: or peti- 
tion for revival under 37 CFR 1 . 1 37. 

711.03(a) Holding Based on Insufficiency 
of Reply 

Applicant may deny that the reply was incomplete. 

While the primary examiner has no authority to act 
upon an application in which no action by applicant 
was taken during the period for reply, he or she may 
reverse his or her holding as to whether or not an 
amendment received during such period was respon- 
sive and act on an application of such character which 
he or she has previously held abandoned. This is not a 
revival of an abandoned application but merely a 
holding that the application was never abandoned. See 
also MPEP § 714.03. ,<r~ 

71L03(b) Holding Based on Failure To ^< 
Reply Within Period 

When an amendment reaches the U.S. Patent and 
Trademark Office after the expiration of the period for 
reply and there is no dispute as to the dates involved, 
no question of reconsideration of a holding of aban- 
donment can be presented. 

However, the examiner and the applicant may dis- 
agree as to the date on which the period for reply 
commenced to run or ends. In this situation, as in the 
situation involving sufficiency of reply, the applicant 
may take issue with the examiner and point out to him 
or her that his or her holding was erroneous. 

711.03(c) Petitions Relating to Abandon- 
ment [R-2] 

37 CFR LI 35. Abandonment for failure to rtph within 
time period. 

it) If an applicant of a patent application fails to reply within 
the lime period provided under 5 1.134 and I 1.136. the applica- 
tion will become abandoned unless an Office action indicates oth- 



erwise. 



(b) Prosecution of an application to save it from abandon* ^ 
mem pursuant to paragraph (a) of this section must include *uch£ 
complete and proper reply as the condition of the application may 
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require Toe admission of. or refusal 10 admit, any amendment 
after final rejection or any amendment not responsive to ihe last 
action, or any related proceeding will not operate to save the 
application from abandonment. 

(C ) When replv by the applicant is a bona fide attempt 
,o advance the application to ftnal anion, and is substantially a 
complete reply to the non-final OiTice action, but consideration of 
.ome matter or compliance with some requirement has been mad- 
vertentlv omitted, applicant may be given a new lime period for 
reply under § 1.134 to supply the omission. 
37 CFR 1 137. Revival of abandoned application, 
terminated reexamination proceeding, or lapsed patent. 

U ) Unavoidable. If the delay in reply by applicam or patent 
owner was unavoidable, a petition may be filed pursuant to this 
naraeraph to revive an abandoned application, a reexamination 
proceeding terminated under §§ 1350(d) or l.957lb) or <c). or a 
lapsed patent. A grantable petition pursuant to this paragraph must 
be accompanied by: 

( 1) "fhe reply required to the outstanding Office action or 
notice, unless previously filed: 

(2) The petition fee as set forth in § 1.17(1): 
••> 

(3) A showing to the satisfaction of the Director that ihe 
enure delay in filing the required reply from the due date for the 
reply until the filing of a.grantable petition pursuant to this para- 
graph was unavoidable: and< 

( 4) Any terminal disclaimer (and fee as set forth in 
S 1 .20<d)> required pursuant to paragraph (d) of this section. 

tb) Unintentional. If the delay in reply by applicant or patent 
owner was unintentional, a petition may be filed pursuant to this 
paragraph to revive an abandoned application, a reexamination 
proceeding terminated under §§ 1.550(d) or 1.957(b) or tc). or a 
lapsed patent. A grantable petition pursuant to this paragraph must 
be accompanied by: 

0) The reply required to the outstanding Office action or 

notice, unless previously filed: \ 

(2) The petition fee as set forth in $ I.l7(m): 

(3) A statement that ihe entire delay in filing the required 
replv from the due date for the reply until the filing of a grantable 
petition pursuant to this paragraph was unintentional. The Direc- 
tor may require additional information where there is a question 
whether the delay was unintentional: and< 

(4) Any terminal disclaimer (and fee as set forth in 
§ 1 .20(d)) required pursuant to paragraph (d) of this section. 

(c) Replx. In a nonprovisional application abandoned for 
failure to prosecute, the required reply may be met by the filing of 
a continuing application. In a nonprovisional utility or plant appli- 
cation filed on or after June S. 1995. and abandoned for failure to 
prosecute, the required reply may also be met by the filing of a 
request for continued examination in compliance with I 1. 114. In 
an application or patent, abandoned or lapsed for failure to pay the 
issue fee or any portion thereof, the required reply must include 
payment of the issue fee or any outstanding balance. In an appli- 
cation, abandoned for failure to pay the publication fee. the 
required reply must include payment of the publication fee. 



Id) Terminal disclaimer. 

(1) Any petition to revive pursuant to this section in a 
design application must be accompanied by a terminal disclaimer 
and fee as set forth in $ 1.321 dedicating to the public a terminal 
pan of ihe term of any patent granted thereon equivalent to the 
period of abandonment of the application. Any petition to revive 
pursuant to this section in either a utility or plant application filed 
before June S. 1995. must be accompanied by a terminal dis 
claimer and fee as set forth in $ 1321 dedicating to the public a 
terminal pan of the term of any patent granted thereon equivalent 
to the lesser of: 

li) The period of abandonment of the application: or 
<ii) The period extending beyond twenty years from 
the date on which the application for the patent was filed m ine 
United States or. if the application contains a specific reference to 
an earlier filed applicationts) under 35 U.S.C. 120. 121. or 3Wto. 
from the date on which the earliest such application was filed. 

(2) Any terminal disclaimer pursuant to paragraph <dX I > 
of this section must also apply to any patent granted on a continu- 
ing utility or plant application filed before June 8. 1995. or a con- 
tinuing desian application, that contains a specific reference under 
35 VS.C. 120. 121. or 365(c) to the application for which revival 
is sought. 

13) The proxisions of paragraph <dKl> of wis section oo 
not applv to applications for which revival is sought solely for 
purposes' of copendency with a utility or plant application filed on 
or after June 8. 1995. to lapsed patents, or to reexamination pro- 
ceedines 

te) Request for reconsideration. Any request for reconsider- 
ation or review of a decision refusing to revive an aluvdencd 
application, a terminated reexamination proceeding, or lapsed 
patent upon petition filed pursuant to this section, to be cottsidered 
limekv. must be filed within two months of the decision refusing 
to revive or within such time as set in the decision. Unless a deci- 
sion indicates otherwise, this time period may be extended under 

(1) The provisions of § 1.136 for an abandoned applica- 
tion or lapsed patent: 

(2) The provisions of * 1350(c) for a tentiinatedw/ww 
reexamination proceeding filed under § 1310: or 

(3) The provisions of § 1 .956 for a terminated inter panet 
reexamination proceeding filed under § 1 .913. 

if) Abandonment for failure to notify the Office of a foreign 
film*. A nonprovisional application abandoned purMtajm t© 
35 VS.C. l22(b)(2MBHiii) for failure to timely notify the Office 
of the filing of an application in a foreign country or under a mul- 
tinational treaty that requires publication of applications eighteen 
months after filing, may be revived only pursuant to paragraph (b) 
of this section. The reply requirement of paragraph tc) of this sec- 
lion is met by the notification of such filing in a foreign country or 
under a multinational treaty, but the filing of a petition under this 
section will not operate to stay any period for reply that may be 
running against the application. 

tg) Provisional applications: A provisional app lication , 
abandoned for failure to timely respond to an Office requirement, 
may be revived pursuant to this section. Subject to the provisions 
of 35 U.S.C I !9<eX3) and $ l.7tb). a provisional application will 
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not be regarded as pending after twelve months from its filing date 
under any circumstances. 



37 CFR L 181. Petition to the Director. 
(a) Petition may be taken to the Directors 

( 1 ) From any action or requirement of any examiner in 
the ex parte prosecution of an application, or in ex pane or inter 
panes prosecution of a reexamination proceeding which is not 
subject to appeal to the Board of Patent Appeals and Interferences 
or to the court: 

••> 

(2) In cases in which a statute or the rules specify that the 
matter is to be determined directly by or reviewed by the Director 
and 

(3) To invoke the supervisory authority of the Director in 
appropriate circumstances. For petitions in interferences, see 
$ l.644.< 



(0 The mere filing of a petition will not stay any period for 
reply thai may be running against the application, nor act as a stay 
of other proceedings. Any petition under this pan not filed within 
two months of the mailing date of the action or notice from which 
relief is requested may be dismissed as untimely, except as other- 
wise provided. This two- month period is not extendable. 



I. PETITION TO WITHDRAW HOLDING 
OF ABANDONMENT 

A petition to revive an abandoned application (dis- 
cussed below) should not be confused with a petition 
from an examiner's holding of abandonment. Where 
an applicant contends that the application is not in fact 
abandoned (e.g.. there is disagreement as to the suffi- 
ciency of the reply, or as to controlling dates), a peti- 
tion under 37 CFR 1.181(a) requesting withdrawal of 
the holding of abandonment is the appropriate course 
of action, and such petition does not require a fee. 
Where there is no dispute as to whether an application 
is abandoned (e.g.. the applicant's contentions merely 
involve the cause of abandonment), a petition under 
37 CFR 1.137 (accompanied by the appropriate peti- 
tion fee) is necessary to revive the abandoned applica- 
tion. 

**>Two additional procedures are available for 
reviving an application that has become abandoned 
due to a failure to reply to an Office Action: ( 1 ) a peti- 
tion under 37 CFR 1.137(a) based on unavoidable 
delay; and (2) a petition under 37 CFR 1.137(b) based 
on unintentional delay. 



A. Petition To Withdraw Holding of Abandon- 
ment Based on Failure To Receive Office Ac- 
tion< 

in Delgar r. Schulyer. 172 VSPQ 513 (D.D.C 
1971), the court decided that the Office should mail a 
new Notice of Allowance in view of the evidence pre- 
sented in support of the contention that the applicant's 
representative did not receive the original Notice of 
Allowance. Under the reasoning of Delgar. an allega- 
tion that an Office action was never received may be 
considered in a petition to withdraw the holding of 
abandonment. If adequately supported, the Office 
may grant the petition to withdraw the holding of 
abandonment and remail the Office action. That is. 
the reasoning of Delgar is applicable regardless of 
whether an application is held abandoned for failure 
to timely pay the issue fee (35 U.S.C 15 1 ) or for fail- 
ure to prosecute (35 U.S.C. 133). 

To minimize costs and burdens to practitioners and 
the Office, the Office has modified the showing 
required to establish nonreceipt of an Office action. 
The showing required to establish nonreceipt of an 
Office communication must include a statement from 
the practitioner stating that the Office communication 
was not received by the practitioner and attesting to 
the fact that a search of the file jacket and docket 
records indicates that the Office communication was 
not received. A copy of the docket record where the 
nonreceived Office communication would have been 
entered had it been received and docketed must be 
attached to and referenced in practitioner's statement 
For example, if a three month period for reply was set 
in the nonreceived Office action, a copy of the docket 
report showing all replies docketed for a date three 
months from the mail date of the nonreceived Office 
action must be submitted as documentary proof pf 
nonreceipt of the Office action. 

The showing outlined above may not be sufficient 
if there are circumstances that point to a conclusion 
that the Office action may have been lost after receipt 
rather than a conclusion that the Office action was lost 
in the mail (e.g.. if the practitioner has a history of not 
receiving Office actions). 

Evidence of nonreceipt of an Office communica- 
tion or action (e.g.. Notice of Abandonment or an 
advisory action) other than that action to which reply 
was required to avoid abandonment would not war- 
rant withdrawal of the hording of abandonment. 
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Abandonment takes place by operation of law for fail- 
ure to reply to an Office action or timely pay the issue 
fee. noi by operation of the mailing of a Notice of 
Abandonment. See Lorenz v. Finki 333 R2d 885, 
889-90, 142 USPQ 26, 29-30 (CCPA 1964); Krahn u 
Commissioner. 15 USPQ2d 1823, 1824 (E.D. Va 
1990): In re Application of Fischer. 6 USPQ2d 1573, 
1574 (Comm'r Pat. 1988). 

**> 

B. Petition to Withdraw Holding of Abandon- 
ment Based on Evidence That a Reply Was 
Timely Mailed or Filed 

37 CFR 1.10(c) through 1.10(e) set forth proce- 
dures for petitioning the Director of the USPTO to 
accord a filing date to correspondence as of the date 
of deposit of the correspondence as "Express Mail."* A 
petition to withdraw the holding of abandonment rely- 
ing upon a timely reply placed in -Express MaiP 
must include an appropriate petition under 37 CFR 
1.10(c). (d). or (e) (see MPEP § 513). When a paper is 
shown to have been mailed to the Office using the 
"Express Mail" procedures, the paper must be entered 
in PALM with the "Express Mail" date. 

Similarly, applicants may establish that a reply was 
filed with a postcard receipt that properly identifies 
the reply and provides prima facie evidence that the 
reply was timely filed. See MPEP § 503. For example, 
if the application has been held abandoned for failure 
to file a reply to a first Office action, and applicant has 
a postcard receipt showing that an amendment was 
timely filed in response to the Office action, then the 
holding of abandonment should be withdrawn upon 
the filing of a petition to withdraw the holding of 
abandonment. When the reply is shown to have been 
timely filed based on a postcard receipt, the reply 
must be entered into PALM using the date of receipt 
of the reply as shown on the post card receipt. 

Where a certificate of mailing under 37 CFR 1 .8, 
but not a postcard receipt, is relied upon in a petition 
to withdraw the holding of abandonment see 37 CFR 
1.8(b) and MPEP § 512. As stated in 37 CFR 
1.8(b)(3) the statement that attests to the previous 
timely mailing or transmission of the correspondence 
must be on a personal knowledge basis, or to the satis- 
faction of the Director of the USPTO. If the statement 
attesting to the previous timely mailing is not made by 



the person who signed the Certificate of Mailing (i.e.. 
there is no personal knowledge basis), then the state- 
ment attesting to the previous timely mailing should 
include evidence that supports the conclusion that the 
correspondence was actually mailed (e.g.. copies of a 
mailing log establishing that correspondence was 
mailed for that application). When the correspon- 
dence is shown to have been timely filed based on a 
certificate of mailing, the correspondence is entered 
into PALM with the actual date of receipt (i.e.. the 
date that the duplicate copy of the papers was filed 
with the statement under 37 CFR 1.8). 

C Treatment of Untimely Petition To Withdraw 
Holding of Abandonment 

37 CFR 1.181(0 provides that, inter alia, except as 
otherwise provided, any petition not filed within 2 
months from the action complained of may be dis- 
missed as untimely. Therefore, any petition (under 37 
CFR 1. 181) to withdraw the holding of abandonment 
not filed within 2 months of the mail date of a notice 
of abandonment (the action complained of)' may be 
dismissed as untimely. 37 CFR 1.181(f). 

Rather than dismiss an untimely petition to with- 
draw the holding of abandonment under 37 CFR 
1.181(f). the Office may require a terminal disclaimer 
as a condition of granting an untimely petition to 
withdraw the holding of abandonment. 

1. Design Applications, Utility Applications 
Filed Before June 8. 1995, and Plant Appli- 
cations Filed Before June 8, 1995 

(a) Applicant Receives Notice or Abandonment 

In any design application, any utility application 
filed before June 8, 1995, or any plant application 
filed before June 8. 1995. if applicant receives a 
notice of abandonment, any petition to withdraw the 
holding of abandonment that is not filed within two 
months of the mail date of the notice of abandonment 
will not (absent extraordinary circumstances) be 
treated on its merits unless accompanied by a termi- 
nal disclaimer under 37 CFR 1.321(a). and the 
required fee set forth in 37 CFR 1 .20(d). The period to 
be disclaimed is the terminal pan of the term Of any 
patent granted on the application, or of any patent 
granted on any utility or plant application that claims 
the benefit of the filing date of the application under 



700-163 



Rev. 2. May 3004 



711.03(c) 



MANUAL OF PATENT EXAMINING PROCEDURE 



35 U.S.C. 120, 121, or 365(c). equivalent to the 
period between: 

(A) the date that is two months after the mail date 
of the notice of abandonment; and 

(B) the Tiling date of a grantable petition to with- 
draw the holding of abandonment. 

Form PTO/SB/62 is the appropriate terminal dis- 
claimer to be used. 

(b) Applicant Does Not Receive Notice of 
Abandonment 

In any design application, any utility application 
filed before June 8, 1995, or any plant application 
filed before June 8, 1995, if applicant never receives 
the notice of abandonment, any petition to withdraw 
the holding of abandonment that is not Tiled within 
twelve months from the date of applicant's filing (or 
date of submission, if the correspondence was never 
received by the Office) of correspondence with the 
Office for which further action by the Office can rea- 
sonably be expected, will not (absent extraordinary 
circumstances) be treated on its merit unless accom- 
panied by a terminal disclaimer under 37 CFR 
1.321(a). and the required fee set forth in 37 CFR 
1.20(d). The period to be disclaimed is the terminal 
pan of the term of any patent granted thereon, or of 
any patent granted on any utility or plant application 
that claims the benefit of the filing date of the applica- 
tion under 35 U.S.C. J20. 121. or 365(c).' equivalent 
to the period between: 

(A) the date that is twelve months from the date 
of applicant's filing or submission of correspondence 
with the Office, for which further action by the Office 
can reasonably be expected; and 

(B) the filing date of a grantable petition to with- 
draw the holding of abandonment. 

Form PTO/SB/62 is the appropriate terminal dis- 
claimer to be used. 

2. Utility and Plant Applications Filed on or 
After June 8, 1995 but Before May 29, 2000 

In utility and plant applications filed on or afier 
June 8. 1995, but before May 29, 2000. a terminal dis- 



claimer should not be required as a condition of 
granting an untimely petition to withdraw the holding 
of abandonment. However, the Office of Patent Legal 
Administration (OPLA) must be consulted in such sit- 
uations if the holding of abandonment involves a 
period during: (A) appellate review by the Board of 
Patent Appeals and Interferences: (B) an interference 
proceeding under 35 U.S.C 135(a). including any 
suspension due to an interference proceeding: or (C) 
which the application was in a sealed condition or 
prosecution was suspended due to a secrecy order 
under 35 U.S.C. 181. This is because it is necessary to 
effect (if appropriate) a reduction of patent term 
extension under the "due diligence*" provisions of 
37 CFR 1.701(d)(2). 

3. Utility and Plant Applications Filed on or 
After May 29, 2000 

In utility and plant applications filed on or after 
May 29. 2000. a terminal disclaimer should not be /Sfcs, 
required as a condition of granting an untimely peti- \ 
tion to withdraw the holding of abandonment. This is 
because any patent term adjustment is automatically 
reduced under the provisions of 37 CFR 1.704(c)(4) 
in applications subject to the patent term adjustment 
provisions of the American Inventors Protection Act 
of 1999 (AIPA) if a petition to withdraw a holding of 
abandonment is not filed within two months from the 
mailing date of the notice of abandonment and if 
applicant does not receive the notice of abandonment* 
any patent term adjustment is reduced under the pro- 
visions of 37 CFR 1.704(a) by a period equal to the ' 
period of time during which the applicant tailed to 
engage in reasonable efforts to conclude prosecution"* 
(processing or examination) of the application. 

Where the record indicates that the applicant inten- 
tionally delayed the filing of a petition to withdraw 
the holding of abandonment, the Office may simply 
dismiss the petition as untimely (37 CFR 1.181(0) 
solely on the basis of such intentional delay in taking 
action in the application without further addressing 
the merits of the petition. Obviously, intentional delay 
in seeking the revival of an abandoned application 
precludes relief under 37 CFR 1.137(a) or (b) (dis* * 
cussed below). 
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II < PETITIONS TO REVIVE AN ABAN- 
* DONED APPLICATION, OR ACCEPT 
LATE PAYMENT OF ISSUE FEE 

37 CFR 1137 provides for the revival of aban- 
doned applications and lapsed patents for the failure: 

(A) to timely reply to an Office requirement in a 
provisional application; 

(B) to timely prosecute in a nonprovisional appli- 

Ca, '°C) to timely pay the issue fee for a design appli- 

CaU °(D) to timely pay the issue fee for a utility or plant 
application; and 

(E) to timely pay any outstanding balance of the 

issue fee (lapsed patents). 
A petition under 37 CFR 1.137(a) requires: 

(A) the required reply, unless previously filed; 

(B) the petition fee as set forth in 37 CFR 1 .1 7(1): 

(C) a showing to the satisfaction of the ^Direc- 
tor of the USPTO< that the entire delay in filing the 
required reply from the due date for the reply until the 
filing of a gramable petition pursuant to 37 CFR 
I 137(a) was unavoidable: and 

(D) any terminal disclaimer required pursuant to 
37 CFR 1.137(d). 

A petition under 37 CFR 1.137(b) requires: 

(A; the required reply, unless previously filed: 

(B) lhe petition fee as set forth in 37 CFR 

117(m); . 

(C) a statement that the entire delay in filing the 
required reply from the due date for the reply until the 
filing of a gramable petition pursuant to 37 CFR 
1.137(b) was unintentional: and 

(D) any terminal disclaimer required pursuant to 
37 CFR 1.137(d). 

The »>Director of the USPTCX may require addi- 
tional information where there is a question whether 
the delay was unintentional. 

A. Reply Requirement 

Unlike a petition to withdraw the holding of aban- 
donment, a petition to revive under 37 CFR 1.137 
must be accompanied by. inter alia, the required 
reply. See £v pane Richardson. 1906 Dec. Comm'r 
Pat. 83 ( 1 905) ("This Office has no authority to revive 



a case upon which no action has been taken within 
[the period for reply), but merely has authority to 
determine after an action is taken whether the delay in 
presenting it was unavoidable"). Generally, the 
required reply is the reply sufficient to have avoided 
abandonment, had such reply been timely filed. >A 
petition for an extension of time under 37 CFR 1.136 
and a fee for such an extension of time are not 
required to be included with the reply.< 

37 CFR 1.137(c) applies to the reply requirement 
for petitions under 37 CFR 1.137(a) and (b). In a non- 
provisional application abandoned for failure to pros- 
ecute, the required reply may be met by the filing of a 
continuing application. In a nonprovisional utility or 
plant application filed on or after June 8. 1995. and 
abandoned for failure to prosecute, the required reply 
may also be met by the filing of a request for contin- 
ued examination (RCE) in compliance with 
37 CFR 1.114. In an application or patent, abandoned 
or lapsed for failure to pay the issue fee or any portion 
thereof, the required reply must include payment of 
the issue fee or any outstanding balance. In an appli- 
cation, abandoned for failure to pay the publication 
fee. the required reply must include payment of the 
publication fee. See below for more details on the 
reply requirement in specific situations of abandon- 
ment. 



1. Abandonment for Failure To Pay the Issue 
Fee or Publication Fee 

While the revival of applications abandoned for 
failure to timely prosecute and for failure to timely 
pay the issue fee are incorporated together in 37 CFR 
1.137. the statutory provisions for the revival of an 
application abandoned for failure to timely prosecute 
and for failure to timely submit the issue fee are mutu- 
ally exclusive. See Brenner w.Ebbert. 398 F2d 762. 
157 USPQ 609 (D.C. Cir. 1968). 35 U.S.C. 151 
authorizes the acceptance of a delayed payment of the 
issue fee. if the issue fee "is submitted ... and the 
delay in payment is shown to have been unavoidable." 
35 U.S.C. 41(a)(7) likewise authorizes the acceptance 
of an "unintentionally delayed payment of the fee for 
issuing each patent." Thus. 35 XJS.C. 41(a)(7) and 
151 each require payment of the issue fee as a condi- 
tion of reviving an application abandoned or patent 
lapsed for failure to pay the issue fee. Therefore, the 
filing of a continuing application without payment of 
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the issue fee or any outstanding balance thereof is not 
an acceptable reply in an application abandoned or 
patent lapsed for failure to pay the issue fee or any 
portion thereof. 

The Notice of Allowance requires the timely pay- 
ment of the issue fee in effect on the date of its mail- 
ing to avoid abandonment of the application. In 
instances in which there is an increase in the issue fee 
by the time of payment of the issue fee required in the 
Notice of Allowance, the Office will mail a notice 
requiring payment of the balance of the issue fee then 
in effect See in re Mills. 12 USPQ2d 1847. 1848 
(Comm'r Pal. 1989). The phrase tor failure to pay 
the issue fee or any portion thereof applies to those 
instances in which the applicant fails to pay either the 
issue fee required in the Notice of Allowance or the 
balance of the issue fee required in a subsequent 
notice. In such instances, the reply must be the issue 
fee then in effect, if no portion of the issue fee was 
previously submitted, or any outstanding balance of 
the issue fee then in effect, if a portion of the issue fee 
was previously submitted. 

In an application abandoned for failure to pay the 
publication fee, the required reply must include pay- 
ment of the publication fee. Even if an application 
abandoned for failure to pay the publication fee is 
being revived solely for purposes of continuity with a 
continuing application, the petition to revive under 
37 CFR 1.137 must include payment of the publica- 
tion fee. 

»» ■ 

2. Abandonment for Failure To Reply in a 
Nonprovisional Application 

(a) Abandonment for Failure To Reply to a 
Non-Final Action 

The required reply to a non-final action in a non- 
provisional application abandoned for failure to pros- 
ecute may be either 

(A) an argument or an amendment under 37 CFR 
I. Ill; 

(B) the Tiling of a continuing application under 
37 CFR I -53(b) (or a continued prosecution applica- 
tion (CPA) under 37 CFR 1.53(d) if the application is 
+* a design application). 

The grant of a petition under 37 CFR 1.137 is not a 
determination that any reply under 37 CFR 1.1 1 1 is 
complete. Where the proposed reply is to a non-final 



Office action, the petition may be granted if the reply 
appears to be bona fide. After revival of the applica- 
tion, the patent examiner may. upon more detailed 
review, determine that the reply is lacking in some 
respect. In this limited situation, the patent examiner 
should send out a letter giving a 1 -month shortened 
statutory period under 37 CFR 1.135(c) for correction 
of the error or omission. Extensions of time under 
37 CFR 1.136(a) are permitted. If applicant does not 
correct the omission within the time period set in the 
letter (including any extension), the application is 
again abandoned. 

(b) Abandonment for Failure To Reply to a 
Final Action 

A reply under 37 CFR LI 13 to a final action 
**>must include a request for continued examination 
(RCE) under 37 CFR 1.114 or cancellation of, or 
appeal from the rejection of. each claim so rtjected.< 
Accordingly, in a nonprovisional application aban- 
doned for failure to reply to a final action, the reply 
required for consideration of a petition to revive must^f^ 
be: 

(A) a Notice of Appeal and appeal fee; 

(B) an amendment under 37 CFR 1.116 that can- 
cels all the rejected claims or otherwise prima facie 
places the application in condition for allowance; 

(C) the filing of**>an RCE< (accompanied by a 
submission >that meets the reply requirements of 
37 CFR 1.1 1 1< and the requisite fee) under 37 CFR 
1.114 for utility or plant applications filed on or after 
June 8, 1995 (see paragraph (d) below); or 

(D) the filing of a continuing application under 
37 CFR 1.53(b) (or a CPA under 37 CFR 1 .53(d) if 
the application is a design application). 

When a notice of appeal is the reply filed pursuant 
to 37 CFR 1.137(a)(1) or 1.137(b)(1). the time period 
under 37 CFR 1.192 for filing the appeal brief will be 
set by the ^Director of the USPTOc in the decision 
granting the petition. 

An application subject to a final action in which a 
proposed amendment under 37 CFR I.I 16 is filed as 
the required reply will normally be routed by the 
Office of Petitions to the Technology Center (TO to 
determine whether a proposed amendment places lbe(f" 
application in condition for allowance prior to grant- v 
ing any petition to revive such application. The exam- 
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